
At CUTS, Jaipur, 2010 
 

Dr. CHITRA ARVIND 

PRINCIPAL  ASSOCIATE 

RAJESHWARI & ASSOCIATES 

 



 The right to exclude everyone else from utilising what is 
covered by the patent 

 NOT the right to commercialise the invention oneself 

 

EXAMPLE 

 Known - Idea of umbrella – ‘shield on a stick’ 

 Known – Water proof material, suitable for use on umbrella's 
and raincoats 

 

 Invention – automatic folding umbrella 

 



Patent for 
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 Who reads your patent? 
◦ Patent examiner/controller 
◦ Licencee 
◦ Competitor 
◦ Judge 
◦ Lawyers 
◦ Public/peers 

 One document to please all!! 
 That’s why drafting is important  



             

 In view of the prior art 

 In view of the competition 

 How will the claims be interpreted by 

the Patent Examiner, by the Court? 

 



             

 Does it satisfy written description requirement? 
◦ Allow skilled person to practice the invention? 

◦ Show that inventors had possession of the claimed 
invention? 

 

 Patents reward disclosure rather than secrecy. 
 



   

 You cannot : 
◦ continue “paint the picture” of the invention in a pending 

patent application after the filing 

◦ to add “forgotten” views and details 

◦ make additional “close ups” 

◦ get protection for what is not described properly 

 

 You are stuck with what you have included in the draft 
of the patent application 



             

 Novelty 

 Inventive step 

 Industrial applicability 

 Patentability 

Over known art  



 

 To understand the invention 

 Find the gist of the invention 

 Find the right embodiments 

 Find the right words, terminology and sentences to 
describe the invention (WORD are POWER) 

 Have imagination how competitors could avoid the 
claimed invention but still take advantage of its 
teachings (foreseeing the future) 

 



CAR TREE 



 What is the invention ? 

 Is invention patentable ? 

 Is invention novel, inventive ? 

 Prior art/prior disclosure ? 
◦ Oral disclosure ? 

◦ Prior printed publication available to the public ? 

◦ Prior public use ? 

 



 Conduct search  

 Enlist problems in prior art 

 What is the problem sought to be solved by the 
invention? 

 What is the novelty? 

 Is the solution obvious?  

 Is it artificially excluded ? 

 



 Has publication ensued? 

 Ascertain the type of application -whether complete or 
provisional is to be filed 

 Decide the area and nature of protection- Paris 
convention, PCT, ordinary application. 

 



Inventions that cannot be patented are: 

 Frivolous 

 Contrary to well established natural laws  

 Contrary to morality or injurious to public health 

(animals/plants) or to environment  

 Scientific principle or abstract theory 

 New property or use of a known substance 

 Mere admixtures (as opposed in synergistic mixtures) 

and processes thereof 



 Mere arrangement or rearrangement of known devices each functioning independently 

of one another in a known way 

 Method of agriculture or horticulture  

 Treatment of human being, animals including diagnostic methods  

 Plants and animals in whole or any part thereof  

 Essentially biological processes  

 Mathematical or business methods, computer programme per se or algorithm 

 Literary, dramatic, musical or artistic work 

 Method of playing games  

 Presentation of information  

 



 

 

 Identify invention 

 Search for prior art 

 Identify clearly the ‘technical advancement’ 

 Summarize invention 

 Start drafting 



 

 

 Before you file an application, find your invention 

 

 What inventor has made is only an embodiment of the 
invention 



 

 Identify features that distinguish invention over prior 
art 

 

 What is the new feature, the combination, the ‘trick’ of 
the invention 



 

 

 Is there a new combination? 
◦ A, B, C known 

◦ A+B+C could be new 

 

 What was the problem solved by inventor? 



 

 

 Piperine in combination with food enhances 
bioavailability 

 



 

 

 

 Is the invention patentable? 





 Claiming too broadly (covering prior art):  
◦ No Protection at all 

 Claiming too narrow (terminology, features):  
◦ Competitor can use the invention 

 Claiming just right: 
◦ This is an art and requires lots of imagination 

 Claiming what is not supported by the description: 
◦ This can and must be avoided  

 Not claiming what the client wants 
◦ Claiming what the client does not use or need 



 Cannot broaden the claims of a granted patent 

 Cannot broaden the disclosure and the claims beyond 

application that was filed 

 No second chance except for simple clarifications 

 Need to give full and clear disclosure 

 Need to get the scope of protection that the inventor 

deserves 



Definition 
New 

teachings 

Claims 

Background 

& Prior Art 

“more is better” 

Broad claims 

“less is more” 



 Title 

 Introduction  

 Materials and Methods 

 Results  

 Discussion  

 Conclusion  



 Title 

 Field Of The Invention  

 Background Of The Invention 

 Objects Of The Invention  

 Summary Of The Invention  

 Brief Description Of The Drawings  

 Detailed Description Of The Preferred Embodiments  

 Modifications Of The Preferred Embodiments 

 Claims  

This is the right you own! 

Specifications 



 A concise statement providing the crux of the invention 

 

 Product-Process-Apparatus 

 

 Eg: An eraser, a process for preparation of acetic acid … 

 

 Broad title  
◦  Brush Vs. Cleaning Article 

◦  Pen Vs. Writing Instrument 

 

 



 Introduces reader to the general field of technology 

of the invention 

 Used as a tool for search in the absence of abstract 

 Eg:  

 The present invention relates to the field of organic 

chemistry, in particular to the process of preparing acetic 

acid using a catalyst. 

FIELD OF THE INVENTION 



 

 

 Provides the technical background of the 

invention  & any relevant prior art 

 



 brief write-up of what is 

known before the 

invention; 

 sets out the problems 

associated with each of 

the known art; 

  and describes the  

problem proposed to be 

solved by the invention 

 



Different approach 

Invention 



 Un-solved problems 

 Prior art solution not working 

 Describe new solution adequately  



 

 Provides purpose of the invention 
 

 Main object(s) and Ancillary object(s) 
 

 Essential aspects and preferred/optional aspects. 



 

 Statement forms the main claim or claims in verbal 
agreement 

 

 It is essential only when there is a omnibus claim(s). 



 
 Sets out best mode of performing the invention   

 
 Describes the invention in greater detail with 

examples/illustration/tables/graphs etc 
 

 Description  sufficient  to enable skilled person to 
put the invention into practice  



 Disclose & teach invention 

 Support claims 

 Provide basis for interpretation of claims 

 Provide a context to view claims 

 Basis for amendment of claims  

 You cannot add new matter- conceive possible 

alternatives, add them 

 What you at first about invention is important – you 

cant amend or undo mistake 



 Set out description as if it is a story of the 

invention 

 Start with the general concept of the invention 

and proceed to specifics 

 Describe the basics before you go to details 

 



 

 

 The main claim defines the essential features and 

the sub-claims define the 

preferred/optional/additional features 



  

 Is  the operative part of the specification 

 Defines the monopoly to be conferred by the patent 

 Define the metes and bounds of the invention: at the time 

of infringement proceedings, only claims will be 

interpreted 

 If you do not claim, you disclaim 



 

 Draft: Broad Independent Claim 

 The broad independent claim should recite only the prior 

art which is required to support the recitation of novelty 

 





More specifically recite the novelty set forth in the 

broad independent claim 

 

Refer to the previous or main claim: 

–  an eraser as claimed in claim 1 wherein the eraser is made of 

rubber 

 



 Product per se 

 Process of preparing the product 

 Apparatus  

 Use of product 

 Method of using product 

 



 Too broadly (covering prior art):  No Protection at all 
 

 Claiming too narrow (terminology, features): competitor 
can use the invention 

  
 Claiming just right: This is an art and requires lots of 

imagination 
 

 Claiming what is not supported by the description: This can 
and must be avoided  
 

  Not claiming what the inventor wants: cannot use or need 
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 Independent Claim (3) 

◦ Apparatus 

◦ Method  

◦ Composition of Matter 

 Dependent Claim (2) 

◦ Additional element 

◦ Restriction of an element 
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 Invention: piperine obtained from pepper increases 
bio-availability of a food supplements 

 

 File application- use of piperine for increasing bio-
availability of supplements 

 

 Competitor’s product: administering piperine with a 
drug  

 

 Does your claim cover that ? 

 



 Review claims 

 Has everything described been claimed ? 

 Has claim been described through out its scope and 

breath ? 

 Have all embodiments been explained ? 

 Any figures to be made ? 

 




